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Response to Arguments 

1. Applicant's arguments with respect to claims 1 to 13 have been considered but 
are moot in view of the new ground(s) of rejection. 

2. Based on the amendments of claim 1, the 35 USC 112 second paragraph 
rejection of claim 1 is withdrawn. 

3. The amendment to the term "telephone numbers" on page 12 of the specification 
is approved. 

4. The applicant argues that "the structure disclosed in Satoh would not allow for 
creating list information, which has a small data size, from information relating to 
targets, which has a large data size nor obtaining information relating to specific targets 
based on the list thus created.", however these limitations are not part of the claim 
language. It is noted that the features upon which applicant relies (i.e., creating list 
information, which has a small data size, from information relating to targets, which has 
a large data size) are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

5. Applicant further argues that Satoh neither teaches nor suggest any technology 
that corresponds to the creating unit and the mail transmitting unit as recited in 
amended claim 1. The examiner respectfully disagrees. Satoh discusses a terminal 
device which creates new mail and transmit mail therefore is showing "the creating unit 
and the mail transmitting unit as recited in amended claim 1". For further elaboration 
see the references cited in the rejection following. 
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6. With regards to the applicants 35 USC 103 (a) arguments, the arguments have 
been considered but are moot in view of the new ground(s) of rejection. 

DETAILED ACTION 
Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1-3, 5, 6, 9-12 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Satoh (EP 0881 587 A2). 

Consider claim 1, Satoh discloses a terminal device (see Satoh, page 7 lines 8 
to 12, discloses the proxy server is a notebook PC, Palm Top PC, or a 
communication terminal) for transmitting and receiving mails (see Satoh, fig. 1 item 
15, fig. 2 item 220), comprising: 

a mail receiving unit (see Satoh, fig. 2 item 220); 

a judging unit to judge whether a command declaration is included in a received 
mail (see Satoh, fig. 1 item 1, fig. 9 item 413, page 10 lines 46 to 47); 

a command interpreting unit to extract and interpret a specific command following 
the command declaration if the judgment of the judging unit is affirmative (see Satoh, 
fig. 1 item 1, fig. 9 item 413, page 10 lines 46 to 47, page 11 lines 4 to 33); 

a creating unit (see Satoh, page 10 lines 46 to 47, discloses a mail 
interpreter) to, if the specific command is interpreted as target list creation an 
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instruction to create a list of one or more targets (see Satoh, page 11 lines 14 to 22, 
discloses the mail interpreter interprets the command "#fileg" as a file list 
creation command), which are specified by the specific command, create (see Satoh, 
page 11 lines 14 to 22, discloses the mail interpreter interprets the command 
"#fileg" as a file list creation command), from the targets stored in memory of the 
terminal device (see Satoh, page 11 lines 14 to 22, lines 40 to 45, discloses the 
requested files are retrieved from the server "terminal device" and Table 2. 
discloses files are stored on the "C" drive, therefore from the memory of the 
server) the list of the one or more targets which are specified by the specific command 
(see Satoh, page 11 lines 14 to 22); and 

a mail transmitting unit to create and transmit a mail having the created list as a 
mail body and addressed to a requester (see Satoh, fig. 8, discloses an email 
request, item 300, and the subsequent response, item 330, with the target list). 

Consider claim 2, the terminal device of claim 1, further comprising: a comparing 
unit operable to detect, if a password accompanies the command declaration and the 
judgment of the judging unit is affirmative, the password, and compare the password 
with a password owned by the terminal device; and an authorizing unit operable to 
authorize the extraction and interpretation of the specific command if the passwords 
match each other (see Satoh, page 10 lines 39 to 45). 

Consider claim 3, the terminal device of claim 1, wherein the command 
declaration is a unique character string different from a mail text, and the specific 
command is a line of code including a storage location of the targets, a type of the 
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targets, and a process to be performed (see Satoh, page 9 lines 4 to 27, page 11 
lines 14 to 22). 

Consider claim 5, Satoh discloses if a specific command transmitted by the 
requestor after the requestor checks the list of the mail is a request of transmitting a 
specific item in the list, the specific item is read from the memory, and a mail having the 
read specific item as a mail main body and addressed to the requestor is created and 
transmitted (see Satoh, fig. 8, item 300 discloses a request for a list stored in a 
specific memory location, item 310 "C:YSALESYREPORT1 .TXT", which is then 
transmitted backed to the requestor in the main body of email as shown in item 
330). 

Consider claim 6, the terminal device of claim 1, wherein if a specific command 
transmitted by the requestor after the requestor checks the list of the mail is a request of 
deleting a specific item in the list, the specific item is deleted from the memory (see 
Satoh, page 11 lines 10 to 13). 

Consider claim 9, the terminal device of claim 1, wherein if the targets are 
schedules of events, a date, a time, and an icon indicating a type of an event are 
displayed in the list, with respect to each of the schedules of events (examiner takes 
official notice that providing event time, date and image of an event was well 
known at the time of the invention). 

Consider claim 10, the terminal device of claim 1, wherein if the targets are 
images, a shooting date, a title, an address in which an image is stored are displayed in 
the list, with respect to each of the images (examiner takes official notice that 
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providing image time, title, and storage location of an image was well known at 
the time of the invention). 

Consider claim 11, the terminal device of claim 1, being a mobile phone (see 
Satoh, page 7 lines 8 to 12, discloses the proxy server is a communication 
terminal, therefore a mobile phone). 

Consider claim 12, the terminal device of claim 2, wherein the command 
declaration is a unique character string different from a mail text, and the specific 
command is a line of code including a storage location of the targets, a type of the 
targets, and a process to be performed (see Satoh, page 9 lines 4 to 27, page 11 
lines 14 to 22). 

8. Claim 4, 7, 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Satoh. 

Consider claims 4 and 13, the terminal device of claim 3, Satoh discloses the 
targets are received mails, transmitted mails, schedules of events, images, an address 
book, received voice calls, or transmitted voice calls (see Satoh, page 8 lines 4 to 11, 
discloses accessing scheduling information and mail information from a remote 
computer). 

Satoh does not specifically disclose the scheduling information is stored in the 
server, however, since Satoh discloses files are stored on the hard drive of the server 
(see claim 1) it would have been obvious, if not inherent, to one of ordinary skill in the 
art to have the scheduling information stored in the server, thereby providing faster 
search of files. 
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Consider claim 7, the terminal device of claim 6, Satoh discloses indication 
completion of files that are sent and when there is an error, however Satoh does not 
specifically disclose wherein a mail having a main body which indicates completion of 
the deletion and addressed to the requestor is created and transmitted. 

Since Satoh, discloses sending mail for the above reasons, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to use conventional 
techniques such as a confirmation message sent that an action was completed, such as 
deletion of a file, thereby providing greater assurance that a task was completed. 
9. Claim 8 rejected under 35 U.S.C. 103(a) as being unpatentable over Satoh in 
view of Day (US 2003/0224760 A1 ). 

Consider claim 8, the terminal device of claim 1 , the combination of Heureux and 
Satoh do not specifically disclose if the targets are received mails, at least a sender, a 
received date, and a subject are displayed in the list, with respect to each of the 
received mails. 

Day discloses if the targets are received mails, at least a sender, a received date, 
and a subject are displayed in the list, with respect to each of the received mails (see 
Day, paragraphs [0037-0039], discloses providing a list with the sender, received 
date and subject with respect to each received email). 

Providing a list of received emails, with the associated sender, subject and date 
was a well known technique at the time of the invention, therefore it would have been 
obvious to one of ordinary skill in the art at the time of the invention to modify Satoh by 
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adding details of received emails to the list of retrieved files, as taught by Day, thereby 
allowing greater user flexibility (see Day, paragraph [0005]). 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to VLADIMIR MAGLOIRE whose telephone number is 
(571)270-5144. The examiner can normally be reached on Monday to Thursday, 8:00 
AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nick Corsaro can be reached on 571-272-7876. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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